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FSTP Reference List  

The primary inventor (Prof. Sigram Schindler) has written extensively on the topic 
of claim interpretation and his FSTP (Facts-Screening-and-Transforming-
Processor) Expert System. For the Court’s convenience, a complete list of 
references referred to by Prof. Schindler in his writings (some of which are 
referred to in this petition) is provided below.   

Reference List 
[1] S. Schindler: “US Highest Courts’ Patent Precedents in Mayo/Myriad/CLS/ 

Ultramercial/LBC: ‘Inventive Concepts’ Accepted – ‘Abstract Ideas’ Next? 
Patenting Emerging Tech. Inventions Now without Intricacies” *). 

[2] “Advanced IT” denotes IT research areas, e.g. AI, Semantics, KR, DL, NL,..  
[3] R. Brachmann, H. Levesque “Knowledge Representation & Reasoning”, 

Elsevier, 2004. 
[4] “The Description Logic Handbook”, Cambridge UP, 2010. 
[5] S. Schindler: “Math. Model. Substantive Patent Law (SPL) Top-Down vs. 

Bottom-Up”, Yokohama, JURISIN 2013*). 
[6] SSBG pat. appl.: “THE  FSTP  EXPERT  SYSTEM”*). 
[7] SSBG pat. appl.: “AN INNOVATION EXPERT SYS., IES, & ITS  DATA 

STRUC., PTR-DS”*). 
[8] J. Schulze: “TECHNICAL REPORT #1.V1 ON THE ‘882 PTR AND THE 

UI OF THE IES PROTOTYPE”, in prep. 
[9] S. Schindler: “Patent Business – Before Shake-up”, 2013*) 
[10] SSBG's AB to CAFC in LBC, 2013*). 
[11] SSBG pat. appl.: “INV. CONC. ENABL.  SEMI-AUTOM.  PATENT  

TESTS”*). 
[12] C. Correa: “Res. Handbook on Protection of IP under WTO Rules”, EE, 

2010. 
[13] N. Klunker: "Harmonisierungsbestr. im mat. Patentrecht”, MPI, Munich, 

2010. 
[14] “USPTO/MPEP: “2111 Claim Interpretation; Broadest Reason. Interpr. 

[Eighth Ed., Rev.1, Feb. 2003; Rev.2, May 2004; Rev.3, Aug. 2005; Rev.4, 
Oct. 2005; Rev.5, Aug. 2006; Rev.6, Sept. 2007; Rev.7, July 2008; Rev.8, 
July 2010; Rev.9, Aug. 2012]*)”. 

[15] S. Schindler: “KR Support for SPL Precedents”, Barcelona, eKNOW-
2014*). 

[16] J. Daily, S. Kieff: “Anything under the Sun Made by Humans SPL Doctrine 
as Endogenous Institutions for Commercial Innovation”, Stanford and 
GWU*). 

iv 
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[17] CAFC En ban Hearing in LBC, 12.09.13. 
[18] SSBG AB to the Supreme Court in CLS, 07.10.2013*). 
[19] SSBG AB to the Supreme Court in WildTangent, 23.09.2013*). 
[20] USPTO, “Intell. Prop. and the US Economy: INDUSTR. IN FOCUS”, 

2012*). 
[21] K. O'Malley: Keynote Address, IPO, 2013*). 
[22] S. Schindler, “The View of an Inventor at the Grace Period”, Kiev, 2013*). 
[23] S. Schindler, “The IES and its In-C Enabled SPL Tests”, Munich, 2013*). 
[24] S. Schindler, “Two Fundamental Theorems of ‘Math. Innovation Science’”, 

Hong Kong, ECM-2013*). 
[25] S. Schindler, A. Paschke, S. Ramakrishna, “Form. Legal Reason. that an In-

vention Sat. SPL”, Bologna, JURIX-2013*). 
[26] SSBG AB to the Supreme Court in Bilski, 06.08.2009*). 
[27] T. Bench-Capon, F. Coenen: “Isomorphism. and Legal Knowl. Based 

Systems”, AI&Law, 1992*). 
[28] N. Fuchs, R. Schwitter. "Attempt to Controlled English", 1996. 
[29] A. Paschke: “Rules and Logic Programming in the Web”. 7. ISS, Galway, 

2011. 
[30] K. Ashley, V. Walker, “From Information Retrieval to Arg. Retrieval for 

Legal Cases: ..…”, Bologna, JURIX-2013*). 
[31] Hearing in Oracle vs. Google, “As to Copyrightability of the Java Platform”, 

CAFC, 06.12.2013. 
[32] S. Schindler, “A KR Based Innov. Expert System (IES) for US SPL Prec.”, 

Phuket, ICIM-2014*). 
[33] S. Schindler, “Status Report about the FSTP Prototype”, Hyderabat, GIPC-

2014. 
[34] S. Schindler, “Status Report about the FSTP Prototype”, Moscow, LESI, 

2014. 
[35] S. Schindler, “Substantive Trademark Law STL), Substantive Copyright 

Law (SCL), and SPL – STL Tests Are True SCL Subtests, and SCL Tests 
Are True SPL Subtests”, in prep. 

[36] S. Schindler, “Boon and Bane of Inventive Concepts and Refined Claim 
Construction in the Supreme Court's New Patent Precedents", Hawaii, IAM-
2014*). 

[37] D.-M. Bey, C. Cotropia, "The Unreasonableness of the BRI Standard", 
AIPLA, 2009*) 

[38] Transcript of the Hearing in TELES vs. CISCO/USPTO, CAFC, 
08.01.2014*). 

[39] Transcript of the en banc Hearing in CLS vs. ALICE, CAFC, 08.02.2013*). 
[40] SSBG's Brief to the CAFC in case '453*). 
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[41] SSBG's Brief to the CAFC in case '902*). 
[42] SSBG's Amicus Brief to the CAFC in case CLS, 06.12.2012*). 
[43] SSBG pat. appl. "An IES Capable of Semi-Autom. Generating/Invoking All 

Legal Argument Chains (LACs)  in SPL Testing a Claimed  Invention (CI), 
as Enabled by Its Inventive Concepts (inCs)”,*). 

[44] R. Rader, Panel Discussion "Patent on Life Sciences", Berlin, 28.11.2012. 
[45] SSBG's AB to the Supreme Court as to the CII Question, 28.01. 2014*). 
[46] S. Schindler: "Autom. Deriv. of Leg. Arg. Chains (LACs) from Arguable 

Subtests (ASTs) of a Claimed Invention's Test for Satisfying. SPL", 
University of Warsaw, 24.05.2014*). 

[47] S. Schindler: "Auto. Generation of All ASTs for an Invention's SPL Test", 
subm. for public.*). 

[48] USPTO/MPEP, “2012 ... Proc. for Subj. Matter Eligibility ... of Process 
Claims Involving Laws of Nature”, 2012*). 

[49] USPTO/MPEP, Guidelines 35 U.S.C. 112(2), Federal Register / Vol. 76, No. 
27; MPEP 2171, Rev. 9, Aug. 2012*). 

[50] NAUTILUS v. BIOSIG, PFC, 2013 *). 
[51] BIOSIG, Respondent, 2013*) 
[52] Public Knowledge et al., AB, 2014*). 
[53] Amazon et al., AB, 2014*). 
[54] White House, FACT SHEET - ... the President’s Call to Strength. Our Patent 

System and Foster Innovation, 2014*). 
[55] USPTO: see home page. 
[56] IPO: see home page. 
[57] M. Adelman, R. Rader, J. Thomas: "Cases and Materials on Patent Law", 

West AP, 2009. 
[58] SSBG's Amicus Brief to the Supreme Court as to its (In)Definiteness 

Questions, 03.03, 2014*). 
[59] SSBG pat. appl. "A Patent Interpretations and inCs Minded  UI  of an  IES”. 
[60] S. Schindler: "A Patent Interpretation(s) and inCs Minded UI of an IES”, in 

preparation, 2014. 
[61] H. Wegner: "Indefiniteness, the Sleeping Giant in Patent Law", 

www.laipla.net/ hal-wegners-top-ten-patent-cases/.  
[62] CAFC opinion No. 12-1513, reexam. no. 95,001,001 of U.S. Patent No. 

7,145,902, 21.02. 2014*). 
 CAFC opinion No. 12-1297, reexam. no. 90/010,017 of U.S. Patent No 

6,954,453, 04.04. 2014*). 
[63] B. Wegner, S. Schindler: "A Mathematical Structure Modeling Inventions", 

Coimbra, CICM-2014*). 
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[64] SSBG’s Petition to the CAFC for Rehearing En Banc in the ‘902 case, 
18.04.2014*).   

[65] CAFC: VEDERI vs. GOOGLE decision, 14.03.2014 
[66] CAFC: THERASENSE vs. BECTON & BAYER decision, 25.05.2011 
[67] B. Fiacco: Amicus Brief to the CAFC in VERSATA v. SAP&USPTO, 

24.03.14*). 
[68] Official Transcript of the oral argument in U.S. Supreme Court, Alice Corp. 

vs CLS Bank, Case 13-298 – Subject to final Review, March 31, 2014, 
Alderson Reporting Company*).   

[69] R. Rader, Keynote Speech: “Patent Law and Litigation Abuse”, ED Tex 
Bench and Bar Conf., 01.11.2013*). 

[70] S. Schindler, Keynote Speech: “eKnowledge About Substantive Patent Law 
(SPL) – Trail Blazer into the Innovation Age”, Barcelona, eKNOW-2014*). 

[71] S. Schindler: “The Supreme Court’s ‘SPL Initiative’: Scientizing Its SPL 
Interpretation Clarifies Three Initially Evergreen SPL Obscurities”, 
submitted for publ., 2014*).  

[72] USPTO/MPEP: “2014 Procedure For Subject Matter Eligibility Analysis Of 
Claims Reciting Or Involving Laws Of Nature/Natural Principles, Natural 
Phenomena, And/Or Natural Products” *). 

[73] B. Wegner, S. Schindler: "The Math. Structure Modeling the Refined Claim 
Construction", in prep. 

[74] CAFC Order as to [64], 27.05.2014 
[75] D. Crouch: “En Banc Federal Circuit Panel Changes the Law of Claim 

Construction”, 13.07.2005. 
[76] Video of the Hearing on 09.05.2014 organized by the PTO*). 
[77] R. Rader, Keynote Speeches at GTIF, Geneva, 2014 and LESI, Moscow, 

2014 
[78] S. Schindler: “On the BRI-Schism in the US National Patent System (NPS), 

A Challenge for the US Highest Courts”, 22.05.2014, subm. for publ.*) 
[79] SSBG’s Petition for Writ of Certiorari to the Supreme Court in the ‘902 

case, 16.06.2014.   
[80] S. Schindler: “To Whom is Int’ed in the Supreme Court’s 

Biosig/Definiteness Opinion”, 04.06.2014*) 
[81] R. DeBerardine: “Innovation from the Corporate Perspective”, FCBA 

meeting, DC, 23.05.2014. 
 
*) available at  www.fstp-expert-system.com 
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STATEMENT OF COUNSEL 

Based on my professional judgment, I believe the panel decision is contrary 

to the following decisions of the Supreme Court of the United States:  Mayo 

Collaboraties Servs. v. Prometheus Labs, Inc., 132 S. Ct. 1289 (2012), and 

Nautilus, Inc. v. Biosig Instruments, Inc., ___ U.S. ___, 2014 Lexis 3818, June 2, 

2014 (2014).  Furthermore, this appeal raises the question of exceptional 

importance, whether a claim in a granted patent can be subject to two different 

claim interpretations depending on whether claim construction is conducted by the 

USPTO during a reexamination or by a district court. 

ARGUMENT FOR REHEARING EN BANC 

This Petition has a preceding Petition, as to SSBG’s ‘902 patent [64] of 

identical specification, denied by this Court [74].  The basic legal questions thus 

raised are discussed in detail in [78,79] – which enables reducing this Petition to 

only this Section.  Yet, this denial prompts the below even deeper diving question 

about the current state of the U.S. National Patent System (NPS): It asks this Court 

whether the public shall consider constitutional/tolerable/normal its precedents’ 

inconsistency to the Supreme Court’s Substantive Patent Law (SPL) interpretation. 

Putting this question requires some up-front mind-setting, by clearly stating 

the profound discrepancy about claim interpretation between this and the Supreme 

Court – worsened by the PTO’s “broadest reasonable interpretation, BRI”1):  

 1 
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• On the one side, part of this Court carries forward classical claim interpretation 

to claimed emerging technology (“ET”) inventions – though these always are in-

tangible/invisible, i.e. just “mental model based”, while classical claim interpre-

tation has evolved for tangible/visible inventions. The lack of materiality of ET 

claim(ed invention)s enables their classically impossible interpretations1)3).  

• On the other side, the Supreme Court – for constitutional reasons highly deter-

mined, having recognized these deficiencies of this Court’s “just carry forward” 

approach to granting patent protection to ET inventions – fixed by its Mayo 

decision this fundamental problem of hitherto SPL interpretation, and thus 

principally also of SPL precedents. It refined the paradigm underlying claim 

interpretation such as to enable and enforce a thus refined classical claim 

interpretation to precisely and concisely and completely derive from the 

specification/claim and describe for its ET invention the latter’s functional and 

non-functional properties2). By its KSR/Bilski/Mayo/Myriad/Biosig decisions the 

1  This “just carry forward” approach to applying classical claim interpretation also 
to emerging technologies – instead of refining classical claim interpretation for 
making it fit for this expansion of its original application area (classic techno-
logies) to emerging technologies – additionally suffers from being forlornly 
compromised by the PTO’s “Broadest Reasonable [Claim] Interpretation” doc-
trine [14], legally being totally unreasonable [78,79], nevertheless practiced by 
this Court, as evidenced by this Petition and [64]. 

2  By contrast, such a precise and concise and complete derivation/description is, 
by the non-refined classical claim interpretation, as easily to achieve as finding a 
harbor “at sea without a reliable compass”, Biosig, p.13. 

 2 
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Supreme Court thereby drives, step by step, claim interpretation to a level of 

clearly founded rationality – of “scientification”, as usually denoted – hitherto 

unknown in SPL precedents, as not needed by judging on “MoT type” 

inventions due to their being vastly tangible/visible/materialized. 

As to this broadly known discrepancy between this and the Supreme Court, 

the overdue fundamental question as to this Court’s SPL precedents hence is: 

“Should this Court,  

• in its precedents refine the “PTO doctrine” based paradigm 

underlying the PTO’s claim interpretation – for PTO inter-

nal use granted by this Court’s Phillips decision – to the level 

of rationality indispensable for judging of emerging technolo-

gy inventions, and hence also required by the Supreme 

Court’s KSR/Bilski/Mayo/Myriad/Biosig decisions, or  

• go on ignoring the Supreme Court’s constitutionally founded 

and by its KSR/Bilski/Mayo/Myriad/Biosig decisions clearly 

stated such requirements (to adjust U.S. SPL precedents to 

the needs of judging on ET inventions), i.e. ignoring these 

decisions’ accordingly increased rationality for sake of this 

Court’s carry forward to ET inventions the non-refined 

classic claim interpretation, though its underlying paradigm 

there is vastly deficient (or for sake of even blessing – here 

marginal – the PTO’s legally irrational BRI doctrine [78], 

thus contradicting also this Court’s own Phillips precedent).” 

 3 
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SSBG is aware that putting this question to this Court3), while being a 

Petitioner before it, may be seen as being undue and/or foolish. Yet, SSBG needs 

this question to be clarified [67,37,78], possible only as required by the Supreme 

Court, for further investing into innovations for the US economy, i.e. into creating/ 

developing/marketing a range of different innovations in advanced telecommunica-

tions/IPR technologies. SSBG and its subsidiaries, together currently only a “small 

cap company”, to this end invested in/for the US market already far more than 20 

Mio US$ – on which totally US based and very large and internationally very 

successful necessarily quantities minded, hence less innovative, companies are 

supposed to leverage worldwide, up to SSBG’s business model – but had started 

3  This claim interpretation anomaly originally was a harmless minor matter stimu-
lated by the PTO [14] and tolerated by this Court. Yet, when encountering ET 
inventions, claim interpretation started causing serious clashes in this Court – in 
particular when asked to perform their claim interpretation in the light of Mayo. 
By today, this anomaly causes broadest fierce opposition against the PTO’s AIA 
implementation of the Supreme Court’s Mayo/Myriad decisions [72,76]. 

Thus, today this claim interpretation anomaly is commonly recognized as a 
true “innovation killer”, if prevailing, and disastrous for the U.S. economy and 
hence for the U.S. society. Strangely enough, the crowd of patent practitioners – 
evidently confused by this claim interpretation anomaly without having clearly 
noticed its reason – occasionally [76,81p.8] explicitly attributes this threat to the 
Supreme Court: This crowd hitherto simply has not become aware, yet, that this 
claim interpretation anomaly only exists due to part of this Court’s (and even 
more the PTO’s) reluctance to accept the Supreme Court’s fundamental insight 
that the need of patent protection for ET inventions indispensably implies the 
need to refine the classical claim interpretation such as to dependably exclude 
that such claims are arbitrarily interpretable – or else the current claim interpre-
tation schism (see below) might threaten patent law as a whole. 

 4 
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this investment by about the year 2005, when the U.S. Highest Courts’ SPL 

precedents as to ETs and their foreseeable upcoming challenges of SPL precedents 

was seemingly trustworthy and predictable. It is extremely likely that similar 

questions are at issue with any US innovation business company. This is a true 

argument for urgently clarifying the question put above. 

And indeed, meanwhile the Supreme Court drove by its Biosig decision [80] 

more attention to this question and reestablished the constitutional clarity as to it, 

once more4). Biosig explicitly reconfirms the Supreme Court’s “pro inventor” 

position as to claim interpretation stated by its Mayo decision and hence bans this 

Court’s occasional attitude to completely “incapacitate the inventor” by applying 

the PTO’s BRI5). This ban results from the Supreme Court’s qualifying the indefi-

niteness test of this Court as constitutionally inacceptable and identifying the 

constitutionally indispensable single property of the indefiniteness test [80], as 

explained next. 

4  The other, prior to Biosig existing, legal reasons for requiring the urgent 
elimination of this claim interpretation anomaly, are the same as in the preceding 
‘902 Petition [64] – its contradiction to ●) 35 U.S.C. as well as to ●) the 
Supreme Court’s Mayo decision as well as to ●) this Court’s Phillips decision – 
and are here just reminded/summarized, without repeating them in detail. 

5  The inventor has been totally incapacitated as to its claims’ interpretations by 
this Court’s two above decisions [62]. This must not be understood as the Peti-
tioner were questioning the, indeed extremely important, uniform dealing with 
the legal issue “appellative claim interpretation” by this Court. Yet, it views as 
legal error of this Court how it practices this legal part of appellative claim inter-
pretation, namely to leave as “’453/’902 way” most of this legal part to the PTO. 

 5 
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• At the outset of its Biosig decision, the Supreme Court reconfirms its Mayo deci-

sion – asking for a claimed invention’s “inventive concepts”6) as outlined by 

Mayo7) – by emphasizing 35 U.S.C. §112 and that a patent specification’s claims 

are “…the subject matter which the applicant regards as [the] invention”.  

Biosig at 3818.  It thus quite directly reminds this Court that ●) constitutionally 

it must not refuse (by changing majorities) the refinement of the classic claim 

interpretation as is indispensable for thus enabling inventors/lawyers/examiners 

as well as Courts to dependably recognize by which inventive concepts (also 

ET) inventions actually claim to be well-defined (§ 112) and patent-eligible (§ 

101) and patentable (§§ 102/103) – i.e., thus terminating this “BRI Schism”.  

6  Mayo uses the term "inventive concept" only three times and often replaces it by 
synonyms or circumscribes it, e.g. in "... do the patent claims add enough 
<inventive concepts> to ....", or "... unless the process has additional features 
<alias: inventive concepts> that ...", or "What else <inventive concept> is there 
...", or "Those steps <alias: inventive concepts> included ...". Thus Mayo tells: 
An invention's specification may refer to inventive concepts also by synonyms 
or only circumscribe them – these synonyms and circumscriptions also represent 
inventive concepts7)10). I.e.: Decisive is not whether the term “inventive concept” 
is used or not: Any other term may refer to an inventive concept, if the referred 
to object only represents the meaning of defining a property of the claim(ed 
invention) incrementally increasing its usefulness [10,18,19].  

7  The Supreme Court quite openly concedes that it just outlined6) the notion of 
“inventive concept”, [68], p.28, JUSTICE BREYER: „…. But I think it’s pretty 
easy to say that Archimedes can’t just go to a boat builder and say, apply my 
idea. … Now we take that word ‘apply’ and give content to it. 

  And what I suspect, in my opinion, Mayo did and Bilski and the other cases 
is sketch an outer shell of the content, hoping that the experts, you and the other 
lawyers, and the -- circuit court, could fill in a little better than we done the 
content of that shell. … 

 6 
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• In Biosig, the Supreme Court drastically states: “It cannot be sufficient that a 

court can ascribe some meaning to a patent’s claims; the definiteness inquiry8) 

trains on the understanding of a skilled artisan at the time of the patent 

application, not that of a court viewing matters post hoc.” Biosig at 3823. It thus 

clearly states that a District and this Court ●) by constitution must not apply the 

PTO’s BRI of a claim, if it may construe – as its definition [14] quite frankly 

concedes to be its objective – “some meaning” of a claim, i.e. a meaning the 

inventor has not thought of (as the specification discloses no such hint readable 

by the person of ordinary skill and creativity) when applying for patent protec-

tion for its invention defined by this claim as disclosed by its specification9)10). 

8  The definiteness inquiry is, by § 112(2), a claim interpretation inquiry. This bars 
this Court from repeating its untenably limiting view at the Supreme Court’s for 
all of SPL clearly groundbreaking Mayo decision – that Mayo does not deal with 
claim interpretation, at all [62] – for its also groundbreaking Biosig decision.    

9  This Court, in its decisions on the ‘453/’902 patents [62], does exactly what 
Biosig excludes: It simply “…ascribe[s] some meaning to [the ‘453/’902] 
patent’s claim[s] ..” as it, by applying the PTO’s BRI, creates an invention that 
explicitly contradicts the inventors’ very detailed ‘453/’902 specification (for the 
‘453 patent see below, for the ‘902 patent see [64]) which also meticulously 
describes what the claimed invention’s main inventive concepts are. Both 
decisions hence diametrically contradict the Biosig decision, as shown above. 

10  For both patents, the references [40,41] describe the main inventive concepts of 
the claimed invention, for didactic purposes in a metaphoric language, as this 
Court’s earlier decisions clearly indicated that part of its members had diffi-
culties to grasp the meaning of Mayo’s new term “inventive concept”6)7), also 
hinting at the philosophical explanation of this notion to the pertinent public in 
[7.ftn4.a] – as it soon will become part of any textbook on SPL [9]. 

 7 
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From the initially and just said follows that all that remains to be shown here 

– as not already shown in [40,41] and more recently in [78], but is completed by a 

footnote11) – is that the Court’s use of the PTO’s BRI in interpreting the claim at 

issue of U.S. Patent No. 6,954,453 (“the ‘453 patent”) was solely responsive for 

the Court’s improper decision11). This decision is legally erroneous for the 

following two independent reasons:  It ●) refuses to meet the Mayo requirements 

for claim interpretation for the ‘453 ET-based invention (as shown in [79]), and ●) 

uses for claim interpretation the PTO’s BRI, now by Biosig forbidden (see above).  

11 The claim interpretation considerations of the decision on its pp. 14-19 start by 
correctly stating that the “PTO must give claims their ‘broadest reasonable con-
struction consistent with the specification’” – and then ignore that the 
Examiner/Board actually use, in their claim 35 interpretation, the simple PTO’s 
BRI and hence feel entitled to leave away the Panel’s just quoted “consistent 
with the specification” interpretation requirement, as the PTO’s BRI guideline 
[14] does not comprise it (but just the much weaker “in the light of the 
specification”). This encouraged the Examiner/Board to the absurd conclusions 
that “the claim [35] required monitoring factors … of quality, but did not limit 
those factors to include only the bandwidth of a particular transfer” and ”claim 
35 is not limited to the ‘bandwidth of a transfer’” as “time delay … [is another] 
‘quality factor’”, in spite of the specification clearly quoting both factors. The 
District Courts interpretation of this claim (according to Phillips) would have 
made impossible to arrive at these absurd conclusions, diametrically contradic-
ting the specification. The decision clearly recognized this fault (middle of p. 
17) and tried to fix it by seeing a simply not existing specification ambiguity. 

The obviousness considerations of the decision on its pp. 19-21 – with more 
technically absurd conjectures about telecommunications – are irrelevant here, 
as based on the Board’s above claim construction, up to which within the claim 
35 invention allegedly “there is no reason to require monitoring the bandwidth 
of a single transfer in isolation from a network” (p.20, middle paragraph). This 
is wrong, as claim 35 depends on claim 34 that explicitly states this limitation to 
a single transfer, namely to that of the claim 34 telephone call. 
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CONCLUSION12 

The Petition for rehearing en banc should be granted – in particular as the 

new PTO guideline about (non)patent-eligible subject matter [72] may dramatical-

ly increase the current confusion about SPL precedents under the AIA. That 

guideline even raises the questions, whether the PTO is entitled to create its own 

legal standard of claim interpretation contradicting 35 USC and replacing this 

Court in interpreting the Supreme Court’s SPL precedents. 

Respectfully Submitted, 
 

June 9, 2014 /s/ Howard N. Shipley 
Howard N. Shipley 
George E. Quillin 
Ryan A. Schmid 
FOLEY & LARDNER LLP 
3000 K Street, N.W., Suite 600 
Washington, D.C. 20007 
Counsel for Cross Appellant, SSBG  

 

12 Prof. Sigram Schindler, the primary inventor of the ‘453 patent, should be 
recognized for his significant contributions to this Petition. 
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Arlington, Virginia argued for appellee. With her on the 
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fornia; and HOWARD G. POLLACK and MICHAEL R. 
HEADLEY, of Redwood City, California.   

______________________ 
 

Before DYK, MOORE, and WALLACH, Circuit Judges. 
DYK, Circuit Judge. 

Teles AG Informationstechnologien and Sigram 
Schindler Beteiligungsgesellschaft MBH (collectively, 
“Teles”) own all substantial rights in U.S. Patent No. 
6,954,453 (“the ’453 patent”) on a method and apparatus 
for transmitting data in a telecommunications network. 
The Patent and Trademark Office (“PTO”) conducted an 
ex parte reexamination of the ’453 patent and rejected 
claims 34–36 and 38 as obvious under 35 U.S.C. § 103. 
The Board of Patent Appeals and Interferences (“Board”) 
affirmed. Teles brought suit in the United States District 
Court for the District of Columbia, challenging the 
Board’s decision pursuant to 35 U.S.C. § 145 (2006). We 
agree with the district court that it lacked subject matter 
jurisdiction, and hold that the version of § 145 in effect at 
the time did not authorize a patent owner in an ex parte 
reexamination to bring suit in district court challenging 
the Board’s action. But we hold that the district court 
erred in dismissing the case and instead should have 
transferred the case as it attempted to do after the dis-
missal. We treat the case as having been transferred to 
this court and consider it as an appeal from the Board’s 
decision. We affirm the Board’s rejection of claim 35 as 
obvious under § 103.  

BACKGROUND 

I 
In 1980, Congress established a system of ex parte 

reexamination that allowed patent owners and third 
parties to ask the PTO to reexamine claims of issued 
patents in view of prior art. See An Act to Amend the 

Case: 12-1297      Document: 84-2     Page: 2     Filed: 04/04/2014 (3 of 22)Case: 12-1297      Document: 88     Page: 20     Filed: 06/09/2014



IN RE: TELES AG INFORMATION 3 

Patent and Trademark Laws, Pub. L. No. 96-517, 94 Stat. 
3015 (1980) (codified at 35 U.S.C. §§ 302–07 (1986)). We 
have recognized the “important public purpose” behind 
reexamination as “part of a larger effort to revive United 
States industry’s competitive vitality by restoring confi-
dence in the validity of patents issued by the PTO.” Patlex 
Corp. v. Mossinghoff, 758 F.2d 594, 601 (Fed Cir. 1985); 
see also H.R. Rep. No. 96-1307(I), at 3 (1980), reprinted in 
1980 U.S.C.C.A.N. 6460, 6462 (describing the goal of 
“strengthen[ing] investor confidence in the certainty of 
patent rights by creating a system of administrative 
reexamination of doubtful patents”).  

Section 145 has long authorized patent applicants to 
challenge the Board’s adverse examination decisions in 
district court instead of directly appealing to this court 
pursuant to 35 U.S.C. § 141. See Kappos v. Hyatt, 132 S. 
Ct. 1690, 1694 (2012). After the reexamination statute 
was enacted, we allowed patent owners to challenge 
adverse ex parte reexamination decisions in district court 
pursuant to § 145. See Joy Techs., Inc. v. Manbeck, 959 
F.2d 226, 227 (Fed. Cir. 1992). In 1999, Congress amend-
ed § 145 and related provisions. This case raises the 
question of whether § 145 civil actions remained available 
to patent owners seeking to challenge adverse reexamina-
tion decisions after Congress amended the statute in 1999 
and before 2011, when Congress amended the statute to 
clarify that § 145 review was not available to patent 
owners.   

II 
 Teles is the owner of the ’453 patent, which issued on 
October 11, 2005. ’453 patent, at [45]. The ’453 patent 
recites a “method for transmitting data in a telecommuni-
cations network and switch for implementing said meth-
od.” Id. at [54]. In August 2007, a third party filed a 
request that the PTO conduct an ex parte reexamination 
of the ’453 patent. The examiner rejected claims 34–36 
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and claim 38 under 35 U.S.C. § 103 as obvious over U.S. 
Patent No. 6,069,890 (“White”) combined with either U.S. 
Patent No. 6,137,792 (“Jonas”) or U.S. Patent No. 
4,996,685 (“Farese”). Teles appealed the rejections to the 
Board, which affirmed. Teles then sought review of the 
Board’s decision in the United States District Court for 
the District of Columbia pursuant to § 145. The district 
court dismissed the case for lack of subject matter juris-
diction, holding that, after the 1999 amendments, § 145 
proceedings could not be maintained by patent owners.  

Teles appealed the district court’s dismissal for lack of 
subject matter jurisdiction to this court pursuant to 28 
U.S.C. § 1295(a)(1). Teles did not appeal the Board’s 
decision to this Court.  

DISCUSSION 
I 

We address initially the question of jurisdiction. 
While we have jurisdiction to review the district court’s 
dismissal pursuant to § 1295(a)(1), the question is wheth-
er we also have jurisdiction to review the Board’s action 
(if the district court lacked jurisdiction). After the district 
court granted the motion to dismiss, it also purported to 
transfer the case to this court pursuant to 28 U.S.C. 
§ 1631. A transfer “is not proper when combined with a 
dismissal.” Hollyanne Corp. v. TFT, Inc., 199 F.3d 1304, 
1307 (Fed. Cir. 1999); see also Christianson v. Colt Indus. 
Operating Corp., 486 U.S. 797, 818 (1988). Once the 
district court dismissed the case for lack of jurisdiction, it 
“was without authority to transfer the case.” Tootle v. 
Sec’y of Navy, 446 F.3d 167, 173 (D.C. Cir. 2006).   

But we hold that the district court erred in dismissing 
the case rather than transferring it. Once the district 
court held that it lacked jurisdiction, it should have 
transferred the case pursuant to § 1631. See Paul v. 
I.N.S., 348 F.3d 43, 47 (2nd Cir. 2003); see also Kolek v. 
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Engen, 869 F.2d 1281, 1283–84 (9th Cir. 1989). Here, as 
in Paul and Kolek, the statutory deadline for filing an 
appeal to this court had passed, and no evidence suggest-
ed bad faith in Teles’ filing with the district court. Under 
these circumstances, it was in the interest of justice to 
transfer the case pursuant to § 1631, and we “treat 
[Teles’] petition for review, which was timely filed with 
the district court, as if it had been properly transferred” to 
this court rather than dismissed. Paul, 348 F.3d at 47 
(citing Miller v. Hambrick, 905 F.2d 259, 262 (9th Cir. 
1990) (district court correctly determined that it lacked 
jurisdiction but abused its discretion in failing to consider 
whether transfer was in the interest of justice)); see also 
Kolek, 869 F.2d at 1284 (treating dismissal as transfer 
where appellate court had exclusive jurisdiction and 
timely filing deadline had passed); In re McCauley, 814 
F.2d 1350, 1352 (9th Cir. 1987) (reviewing merits of 
dismissed appeal as if properly transferred to appellate 
court). 

In reviewing the case as though the district court had 
transferred the case, we address (1) the district court’s 
jurisdiction, and (2) if the district court lacked jurisdic-
tion, the Board’s decision on the merits. We review both 
the district court’s dismissal for lack of jurisdiction and 
the question of statutory interpretation underlying that 
dismissal de novo. Mudge v. United States, 308 F.3d 1220, 
1224 (Fed. Cir. 2002) (citing Strickland v. United States, 
199 F.3d 1310, 1313 (Fed. Cir. 1999) and Muniz v. United 
States, 972 F.2d 1304, 1309 (Fed. Cir. 1992)). We review 
the Board’s decisions de novo for errors of law and for 
substantial evidence as to questions of fact. In re En-
hanced Sec. Research, LLC, 739 F.3d 1347, 1351 (Fed. Cir. 
2014) (citing In re Baxter Int’l, Inc., 678 F.3d 1357, 1361 
(Fed. Cir. 2012)). 

Case: 12-1297      Document: 84-2     Page: 5     Filed: 04/04/2014 (6 of 22)Case: 12-1297      Document: 88     Page: 23     Filed: 06/09/2014



   IN RE: TELES AG INFORMATION 6 

II 
On its face, even before the 1999 amendments, § 145 

only provided for district court actions brought by patent 
“applicants.” Nonetheless, in Joy Technologies, we con-
strued § 145 as applicable to a “patent owner” involved in 
an ex parte reexamination. 959 F.2d at 229. This construc-
tion of the statute was continued in later cases. See 
Takeda Pharm. Co., Ltd. v. Doll, 561 F.3d 1372 (Fed. Cir. 
2009); In re Lueders, 111 F.3d 1569, 1577, n.14 (Fed. Cir. 
1997); Boeing Co. v. Comm’r of Patents & Trademarks, 
853 F.2d 878, 881 (Fed. Cir. 1988).  

In 1999, Congress amended the Patent Act to create a 
system of inter partes reexamination that allowed third 
parties who had requested the reexamination to partici-
pate actively in the PTO reexamination process.1 When 
Congress created the inter partes reexamination system, 
it changed the text of existing statutory provisions, in-
cluding §§ 134, 141, and 145. The district court concluded 
that these changes made § 145 unavailable to patent 
owners (as opposed to patent applicants).  

First, Congress amended § 141, which provided for 
appeals of Board decisions to this court, by inserting an 
express limitation on the appeal rights of patent owners 
in any reexamination proceeding: “A patent owner in any 

1  See American Inventors Protection Act (“AIPA”), 
enacted as part of the Intellectual Property and Commu-
nications Omnibus Reform Act of 1999, Pub. L. No. 106-
113, 113 Stat. 1501 (1999); 35 U.S.C. §§ 311, 316; see also 
145 Cong. Rec. H6944 (1999) (statement of Rep. Dana 
Rohrabacher) (describing legislative effort to “further 
encourage potential litigants to use the PTO as a[n] 
avenue to resolve patentability issues . . . [by] creat[ing] 
an additional reexam option that permits a 3rd party 
requestor to file additional written briefs”). 
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reexamination proceeding dissatisfied with the final 
decision in an appeal to the Board of Patent Appeals and 
Interferences under section 134 may appeal the decision 
only to the United States Court of Appeals for the Federal 
Circuit.” 35 U.S.C. § 141 (2000) (emphases added).  

Second, Congress changed the substance and struc-
ture of § 134, governing appeals to the Board. Before 
1999, § 134 mentioned only patent applicants: “An appli-
cant for a patent, any of whose claims has been twice 
rejected, may appeal from the decision of the primary 
examiner to the Board of Patent Appeals and Interfer-
ences, having once paid the fee for such appeal.” 35 U.S.C. 
§ 134 (1994). As amended, the section for the first time 
addressed patent applicants, patent owners, and third 
party requesters individually, as follows: 

 a) PATENT APPLICANT.—An applicant for a 
patent, any of whose claims has been twice reject-
ed, may appeal from the decision of the adminis-
trative patent judge to the Board of Patent 
Appeals and Interferences, having once paid the 
fee for such appeal. 
 (b) PATENT OWNER.—A patent owner in 
any reexamination proceeding may appeal from 
the final rejection of any claim by the administra-
tive patent judge to the Board of Patent Appeals 
and Interferences, having once paid the fee for 
such appeal. 
 (c) THIRD-PARTY.—A third-party requester 
in an inter partes proceeding may appeal to the 
Board of Patent Appeals and Interferences from 
the final decision of the administrative patent 
judge favorable to the patentability of any original 
or proposed amended or new claim of a patent, 
having once paid the fee for such appeal. The 
third-party requester may not appeal the decision 
of the Board of Patent Appeals and Interferences.  
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35 U.S.C. § 134 (2000).2  
Third, Congress amended § 145, which previously ref-

erenced § 134 generally, to refer only to § 134(a), govern-
ing patent applicants: 

An applicant dissatisfied with the decision of the 
Board of Patent Appeals and Interferences in an 
appeal under section 134(a) of this title may, un-
less appeal has been taken to the United States 
Court of Appeals for the Federal Circuit, have 
remedy by civil action against the Director in the 
United States District Court for the District of Co-
lumbia . . . . 

35 U.S.C. § 145 (2000) (emphasis added). On their face, 
these amendments would appear to restrict § 145 appeals 
to patent applicants. However, Teles argues that § 145 
continued to be available to patent owners.  

Teles’ first argument is that the phrase in § 141 stat-
ing that a patent owner “may appeal the [adverse reexam-
ination] decision only to the United States Court of 
Appeals for the Federal Circuit” does not preclude an 
owner from invoking the provisions of §§ 145 and 306 
because a civil action under § 145 is not an “appeal.” 
Under Teles’ interpretation, the “only” restriction limits 
patent owners’ appeals to this court as opposed to other 
circuit courts and does not limit the availability of § 145 
district court review to patent owners. But this reading 
makes the provision entirely superfluous because this 
court already had exclusive jurisdiction over decisions of 
the Board. 28 U.S.C. § 1295 (a)(4)(A) (1994). Significantly, 
§ 141 did not subject patent applicants to a similar limita-
tion, stating that “[a]n applicant dissatisfied with the 

2  In 2002, Congress amended § 134, substituting 
“primary examiner” for “administrative patent judge.” 35 
U.S.C § 134 (2006). 
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decision in an appeal to the Board of Patent Appeals and 
Interferences under section 134 of this title may appeal 
the decision to the United States Court of Appeals for the 
Federal Circuit.” 35 U.S.C. § 141 (2000) (emphasis added). 
If the “only” limitation were designed to restrict appeals 
to this court, rather than other circuit courts, it is hard to 
understand why Congress would not employ similar 
language as to patent applicants. 

Teles’ second argument is that the conclusion that the 
1999 amendments restricted § 145 to patent applicants is 
inconsistent with the language of § 306, pertaining to 
appeals by patent owners in ex parte reexaminations. 
After the 1999 amendments, § 306 continued to read: 

The patent owner involved in a reexamination 
proceeding under this chapter may appeal under 
the provisions of section 134 of this title, and may 
seek court review under the provisions of section 
141 to 145 of this title, with respect to any decision 
adverse to the patentability of any original or pro-
posed amended or new claim of the patent. 

35 U.S.C. § 306 (2000) (emphasis added). Teles argues 
that the reference in § 306 to “the provisions of section 
141 to 145” shows that § 145 continues to be available to 
patent owners. But this inconsistency in retaining a 
reference to § 145 in § 306 does not undermine the clear 
intention of the 1999 amendments to eliminate § 145 as to 
patent owners.  
 In Chickasaw Nation v. United States, the Supreme 
Court considered a similar question involving an apparent 
contradiction between statutory language and an internal 
cross-reference. 534 U.S. 84 (2001). There, the question 
was whether Indian tribes were exempt from paying 
certain taxes. One subsection of the statute stated that 
“Internal Revenue Code provisions that ‘concer[n] the 
reporting and withholding of taxes’ with respect to gam-
bling operations shall apply to Indian tribes in the same 
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way as they apply to the States,” but also stated “in its 
parenthetical that those provisions ‘includ[e]’ Internal 
Revenue Code ‘chapter 35.’” Id. at 87 (alterations in 
original). Chapter 35, however, said “nothing about the 
reporting or withholding of taxes, [but] simply impose[d] 
taxes . . . from which it exempt[ed] certain state-
controlled gambling activities.” Id. The Indian tribes 
claimed that the chapter 35 reference exempted them 
from paying taxes from which states were similarly 
exempt. Id.  

Faced with this apparent contradiction, the Supreme 
Court held that “[t]he language of the statute is too strong 
to bend as the Tribes would wish—i.e., so that it gives the 
chapter 35 reference independent operative effect.” Id. at 
89. The Court explained that “the language outside the 
parenthetical is unambiguous. It says without qualifica-
tion that the subjection applies to ‘provisions . . . concern-
ing the reporting and withholding of taxes.’” Id. In light of 
such strong and unambiguous language, making the 
chapter 35 reference effective on its own would have 
required “seriously rewriting the language of the rest of 
the statute.” Id. Rather than reach that result, the Court 
concluded that “in context, common sense suggests that 
the cross-reference is simply a drafting mistake,” and that 
Congress “unintentionally failed to remove what had 
become a superfluous numerical cross-reference.” Id. at 
91, 92. The same is evidently true here with respect to the 
retention of the cross-reference to § 145 in § 306.  

The fact that in the case of an inter partes reexamina-
tion, § 315, as of the time of the 1999 amendments, pro-
vided for an appeal by the patent owner “under the 
provisions of sections 141 through 144,” 35 U.S.C. 
§ 315(a)(1) (2000), merely confirms the likelihood that the 
reference to § 145 in § 306 was a drafting error. Moreover, 
the fact that § 145 on its face applied only to “applicants” 
and not owners helps to explain why Congress could have 
failed to focus on the drafting error in § 306. 
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Teles argues, however, that here, legislative history 
demonstrates that Congress deliberately retained the 
reference to § 145 in § 306. Teles points out that bills 
proposed before 1999 would have amended § 306 to elimi-
nate the reference to § 145, and that these bills were not 
adopted. This does not assist Teles. As the Supreme Court 
held in Solid Waste Agency of N. Cook Cnty. v. U.S. Army 
Corps of Eng’rs, reliance on failed legislative proposals is 
disfavored as a means of inferring legislative intent. 531 
U.S. 159, 169 (2001).  

Teles also relies on the fact that during consideration 
of the 1999 amendments, one of the bills proposed to 
amend § 306 by eliminating the reference to § 145. See 
American Inventors Protection Act of 1999, H.R. 1907 
106th Cong. (as introduced); see also H. Rep. 106-287(I), 
at 59–60 (Aug. 3, 1999) (describing proposed changes to 
§ 306). But the proposed section made an even more 
significant change: it gave third party requesters in inter 
partes examinations the right to appeal Board decisions to 
this court or to become parties in appeals taken by patent 
owners. When the bill was reported out of the House 
Judiciary Committee, this provision was removed.3 The 
debate on the provision suggests nothing about a decision 
to retain § 145 for patent owners, but demonstrates that 
the provision was removed because of opposition to giving 
appeal rights to third parties in ex parte examinations.  

During the House debate over the bill, Representative 
Lofgren asked about this change, but only with respect to 
the removal of third parties’ appeal rights. 145 Cong. Rec. 
6942 (statement of Rep. Zoe Lofgren). The response to 

3  Although third parties in inter partes examina-
tions were given the right to appeal to this court in 2002, 
Pub. L. 107-273 § 13106(c), such appeals remain unavail-
able to third parties in ex parte examinations. See 35 
U.S.C. § 141 (2012). 
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Representative Lofgren’s question similarly focused on 
the impact it would have on the rights of third party 
requesters, not patent owners. See 145 Cong. Rec. H6942 
(statement of Rep. Coble) (explaining that the change 
“was done for the benefit of the independent inventors to 
balance the interest of a third party with those of a . . . 
patentee, by allowing a third party to pursue reexamina-
tion . . . while assuring that a patentee would not be 
subject to harassment in such proceedings”). There was no 
suggestion that the provision was rejected in an attempt 
to retain § 145 review for patent owners.4 

The only specific reference to the appeal rights of pa-
tent owners is Senator Lott’s statement that “[t]he pa-
tentee is not entitled to the alternative of an appeal of an 
inter partes reexamination to the U.S. District Court for 
the District of Columbia. Such appeals are rarely taken 
from ex parte reexamination proceedings under existing 
law and its removal should speed up the process.” 145 
Cong. Rec. S14720. Interestingly, Senator Lott viewed the 
amendment to § 141 discussed above as precluding § 145 
review: “a patent owner in a reexamination proceeding 
may appeal an adverse decision . . . only to the U.S. Court 
of Appeals for the Federal Circuit as earlier noted.” Id. at 

4  Teles’ other references to statements during floor 
debates do not show that the § 145 reference remained 
because of legislative intent rather than inadvertence. 
See, e.g., 145 Cong. Rec. H6942 (statement of Rep. Zoe 
Lofgren) (“[T]he bill was amended to retain existing law 
for ex parte reexaminations . . . .”); 145 Cong. Rec. S14720 
(statement of Sen. Trent Lott) (“Subtitle F leaves existing 
ex parte reexamination procedures in Chapter 30 of title 
35 intact.”). These statements do not say anything about 
the appeal rights of patent owners after completion of the 
reexamination. 
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S14721. These statements hardly indicate a desire to 
retain § 145 review for patent owners.  

Finally, Teles argues that the 2011 amendments to 
§ 306 show that the 1999 amendments left the appeal 
rights of patent owners intact. When Congress enacted 
the America Invents Act in 2011, it amended § 306 by 
limiting patent owners to review “under the provisions of 
sections 141 to 144.” See Leahy-Smith America Invents 
Act (“AIA”), Pub. L. No. 112-129, 125 Stat. 284 (2011) 
(codified as amended at 35 U.S.C. § 306 (2011)). The 2011 
amendments thus removed the cross-reference to § 145 in 
§ 306 (but were not retroactive). Teles argues that this 
change demonstrates that § 306 before the changes pre-
served § 145 for patent owners.  

Teles’ theory contradicts the legislative history, which 
recognized that the amendments corrected a drafting 
error in the 1999 legislation: “§ 306 is amended to con-
form to the changes made by § 4605 of the American 
Inventors Protection Act of 1999, Public Law 106-113 to 
§§ 134 and 141 of Title 35.” H.R. Rep No. 112-98(I), at 77 
(2011) (Statement of Rep. Smith) (June 1, 2011); see also 
157 Cong. Rec. S1377 (daily ed. Mar. 8, 2011) (statement 
of Sen. Kyle) (“It is fairly apparent, however, that [the 
authority for a patent owner to bring a civil action under 
§ 145] was intended to be eliminated by the amendments 
made by section 4605 of the American Inventors Protec-
tion Act of 1999, Public Law 106-113, to sections 134 and 
141 of Title 34 . . . . The AIPA neglected, however, to 
eliminate a cross reference to section 145 in section 306 of 
Title 35 . . . .”). Amendments intended to clarify statutory 
language do not indicate that the original language 
should be construed to mean the opposite of the clarifying 
language. See Jerman v. Carlisle, McNellie, Rini, Kramer 
& Ulrich LPA, 559 U.S. 573, 591 & n.12 (2010) (referenc-
ing statements in legislative history as evidence that 
amendment intended to clarify, rather than change, the 
scope of existing statutory provision). The 2011 amend-
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ments do not manifest Congress’ intent to preserve the 
availability of § 145 in the earlier version of the section.  

We therefore hold that the 1999 amendments elimi-
nated the right of patent owners to secure review under 
§ 145, and affirm that the district court lacked jurisdiction 
over the § 145 action. 

III 
We turn next to Teles’ appeal of the Board’s rejection 

of claim 35.5 This claim was rejected on the ground that 
the claim would have been obvious.  

A. Claim Construction 
Teles argues that the Board’s decision rests on an in-

correct claim construction. During reexamination, the 
PTO must give claims their “broadest reasonable con-
struction consistent with the specification.” In re ICON 
Health & Fitness, Inc., 496 F.3d 1374, 1379 (Fed. Cir. 
2007). We review de novo the Board’s claim construction 
to determine if it gives claims their broadest reasonable 
construction. Rambus v. Rea, 731 F.3d 1248, 1252 (Fed. 
Cir. 2013); see also In re Abbott Diabetes Care Inc., 696 
F.3d 1142, 1148 (Fed. Cir. 2012).  

Claim 35 depends on independent claim 34, which re-
cites a “[s]witching apparatus for routing a telephone 
call . . . selectively by line switching or packet switch-
ing.” ’453 patent col. 14 ll. 48–53. Dependent claim 35 
reads: 

 35. The switch of claim 34,[6] further compris-
ing means to produce the control signal for trans-

5  The Board also rejected claims 34, 36, and 38, but 
Teles does not challenge these rejections on appeal. 

6  The full text of claim 34 reads: 
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ferring to a line-switching transfer or a packet-
switching transfer to the second end terminal, 
said control signal being produced automatically 

 34. Switching apparatus for routing a tele-
phone call comprising non-packetized data from a 
first end terminal located at a user’s premises to a 
second end terminal located at another user’s 
premises, selectively by line switching or packet 
switching, the switching apparatus comprising: 
means for establishing a connection through a 
line-switching network to the second end termi-
nal; 
means for line-switching transferring data re-
ceived from the first end terminal as non-
packetized data over the line-switching network to 
the second end terminal; 
means for establishing a connection through a 
packet-switching network to the second end ter-
minal; 
means for packet-switching transferring data re-
ceived from the first end terminal as non-
packetized data over the packet-switching net-
work to the second end terminal; and  
means responsive to a control signal for transfer-
ring to a line-switching transfer or a packet-
switching transfer to the second end terminal; 
said means responsive to a control signal chang-
ing-over to a line switching data transfer or a 
packet-switching transfer during the existing 
transfer with the presence of said control signal. 

’453 patent col. 14 l. 48 to col. 15 l. 4. 
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when demands on the quality of the data transfer 
are understepped or exceeded. 

’453 patent col. 15 ll. 5–10.  
 Claim 35 pertains to the utilization of line switching 
and packet switching in routing telephone calls. Line 
switching and packet switching are two different types of 
telecommunications technologies. In line switching, “a 
connection is continually provided in real time with the 
complete bandwidth of a channel between two points” 
reserved for that connection. Id. col. 1 ll. 39–41. The fixed 
bandwidth allows for communications that are “free of 
any time delays,” but can be “expensive, particular-
ly during telephone conversations since the costs accumu-
late irrespectively of the information actually 
transferred.” Id. col. 1 ll. 44–48. Packet switching oper-
ates “quite differently from line-switching exchanges, [in 
that] a fixed connection does not have to be main-
tained . . . i.e., each packet is treated individually and not 
in conjunction with others.” Id. col 1. ll. 33–34, 56–59. The 
Internet is an example of a network that uses packet 
switches (routers) to transfer data. Id. col. 1. ll. 60–67. 
Although packet-switching can provide connections cheap-
ly, it can also produce significant time delays. Id. col. 2. 
ll. 3–7, 15–21. Claim 35 is directed to a device for switch-
ing from a packet-switched network to a line-switched 
network “automatically when demands on the quality of 
the data transfer are understepped or exceeded.” Id. 
col. 15 ll. 5–10. 
 The Board construed the claimed “means to produce 
the control signal” under § 112 ¶ 6 (now § 112(f)). Section 
112 ¶ 6 provides that functional claim language, like the 
“means to produce the control signal” element of claim 35, 
“shall be construed to cover the corresponding structure, 
material, or acts described in the specification and equiva-
lents thereof.” 35 U.S.C. § 112 ¶ 6 (2006). The Board 
defined the function as “produc[ing] the control signal for 

Case: 12-1297      Document: 84-2     Page: 16     Filed: 04/04/2014 (17 of 22)Case: 12-1297      Document: 88     Page: 34     Filed: 06/09/2014



IN RE: TELES AG INFORMATION 17 

transferring to a line-switching or a packet-switching 
transfer to the second end terminal.” J.A. 1435. The 
Board agreed with the examiner that, in order to release a 
control signal, the claim required monitoring factors 
related to demands of quality, but did not limit those 
factors to include only the bandwidth of a particular 
transfer. The Board explained that “by using the broad 
term ‘demands of quality,’ claim 35 is not limited to the 
‘bandwidth of a transfer,’” and that the time delay of a 
transmission was an example of a “quality factor.” J.A. 
1435. The Board found that the structure corresponding 
to the claimed means was the change-over device, identi-
fied in Figure 4 by label 711.  

While Teles’ argument is not entirely clear, it appears 
that Teles argues that the Board erred by not construing 
the function of claim 35 to be defined by the description of 
structure in the following portion of the specification: 

Alter[n]atively, it can also be possible for the 
change-over control device 711 to monitor the 
bandwidth of a transfer and on understepping or 
exceeding a certain bandwidth and/or in the event 
of a time delay when forwarding IP data packets 
to automatically release a control command to 
change over to the relevant other type of transfer. 

’453 patent col. 9 ll. 36–42. Teles contends that this pas-
sage requires that the function include monitoring the 
bandwidth of the packet-switched network in connection 
with the transfer. But the fact that the specification 
describes monitoring bandwidth as an alternative possi-
bility for producing a change-over command does not 
support construing that function to match the alternative 
function disclosed in the specification rather than the 
recitation in the claim. 
 When construing functional claims under § 112 ¶ 6, 
“[t]he statute does not permit limitation of a means-plus-
function claim by adopting a function different from that 
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explicitly recited in the claim.” Micro Chem., Inc. v. Great 
Plains Chem. Co., 194 F.3d 1250, 1258 (Fed. Cir. 1999) 
(“[T]he district court erred . . . by incorporating unrecited 
functional limitations into the claims.”); see also Globe-
trotter Software, Inc. v. Elan Computer Grp., 236 F.3d 
1363, 1367 (Fed. Cir. 2001) (The structure disclosed in the 
specification must be necessary to perform “the function 
described in the claim.”) (citing Micro Chem., 194 F.3d at 
1258). Even if the passage in the specification relied on by 
Teles were relevant to construing the claim language, it 
does not support a different claim construction. The 
passage states that a control signal could be released 
automatically on “understepping or exceeding a certain 
bandwidth and/or in the event of a time delay when 
forwarding IP data packets.” ’453 patent col. 9 ll. 35–40. 
On its face, this language (using “and/or”) describes two 
factors—bandwidth and time delay—as potential alterna-
tives for producing a change-over command; it does not 
suggest that bandwidth monitoring is necessary to per-
form that function. The Board did not err in its claim 
construction.  

Finally, Teles argues that the Board’s claim construc-
tion is erroneous in light of its alleged inventive concept 
as defined by the inventor (monitoring the bandwidth of a 
particular transfer). Teles argues that “the Supreme 
Court’s Mayo decision requires that the ‘inventive con-
cepts’ embodied by the claimed invention be identified as 
part of construing claims.” Reply Br. 5 (citing Mayo Col-
laborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 
1289, 1294 (2012)). But the Court in Mayo referred to an 
“inventive concept” only in the context of § 101 patent-
eligibility analysis, and specifically in the context of 
ensuring that a process “amounts to significantly more 
than a patent upon the natural law” which its steps 
invoke. Mayo, 132 S. Ct. at 1294. Requiring claims to 
recite an inventive concept does not mean that claims 
must be construed in light of unspecified inventive con-
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cepts. Mayo simply does not speak to claim construction. 
The inventive concept aspect of its discussion has no 
bearing on claim construction. 

B. Obviousness 
Obviousness is a question of law that we review de 

novo, but it rests upon factual determinations that we 
review for substantial evidence. In re Baxter Int’l, Inc., 
678 F.3d at 1361 (Fed. Cir. 2012) (citing In re Kotzab, 217 
F.3d 1365, 1369 (Fed. Cir. 2000)). 

The Board upheld the examiner’s rejection of claim 35 
(as well as claims 34, 36 and 38) as obvious in view of 
White combined with either Jonas or Farese. White 
“relates to an Internet telephone service where calls can 
be made over the Internet from telephone to telephone, 
telephone to computer, or computer to telephone.” J.A. 
1411 (citing ’890 patent col. 4 ll. 5–24). Farese relates to a 
technique for dynamically changing between packet and 
circuit switching in Integrated Services Digital Network 
(ISDN) communications. Jonas’ system and method 
“enables data packets to be transmitted over a bypass 
[line]-switched telephone network between two computers 
connected to a public packet-switched network, such as 
the Internet.” J.A. 1413 (citing ’792 patent col. 1 ll. 8–12). 
Jonas further discloses that the bypass network could be 
used to avoid time delays associated with packet switch-
ing. The Board affirmed the examiner’s finding that “‘it 
was well known in the art to change over to [] line-
switching or packet-switching during an existing transfer 
during a communication in response to a control signal,’ 
as disclosed by Farese and Jonas.” J.A. 1427. 

Although White did not itself disclose changing be-
tween line-switched and packet-switched connections 
during an ongoing communication, the Board agreed with 
the examiner “that it would have been obvious to modify 
White to allow a change-over . . . during an existing 
transfer, as explicitly taught by Jonas and Farese.” J.A. 
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1428. Moreover, this modification “would dynamically 
take advantage of both the inherent cost benefit of using 
the packet-switched Internet and the minimal time delay 
of [line]-switched telephone network.” J.A. 1428. Accord-
ing to the examiner, this benefit explained “why one of 
ordinary skill in the art would combine the teachings of 
White and Jonas and Farese.” J.A. 1429. With respect to 
claim 35, the Board agreed with the examiner that Jonas 
disclosed changing to a line-switched network when 
transmission delays are detected and thus “discloses 
‘producing a control signal automatically when the de-
mands of quality are understepped or exceeded.’” J.A. 
1435. 

Teles challenges the conclusion of obviousness on the 
grounds that the prior art references do not disclose all of 
the recited limitations of claim 35. Teles’ main objection is 
to Jonas, specifically, that it discloses a method of calcu-
lating transmission delay based on monitoring the entire 
network rather than an individual communication. But 
this argument assumes an overly limiting construction of 
the prior art reference and the language of claim 35. 
Under the Board’s construction, the change-over control 
device of claim 35 must produce a signal automatically, 
which requires monitoring quality factors, such as delay, 
but there is no reason to require monitoring the band-
width of a single transfer in isolation from the network.  

Additionally, the Board found that Jonas teaches that 
transmission delay may be detected “using a variety of 
measures known to those skilled in the art, including 
topological delay time for the transmission, cost, or the 
number of gateways through which the network path 
traverses” as well as by “monitor[ing] the delay time . . . 
by sending occasional ‘ping’ messages to the destination 
router . . . and monitoring delay times of any response 
packets.” J.A. 14–17 (citing ’792 patent col. 5 l. 53 to col. 6 
l. 3). We find no reason to overturn the Board’s finding 
that Jonas discloses the limitation of claim 35.  
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Teles next argues a person of ordinary skill would not 
have found it obvious, or even possible, to combine White 
with Jonas. Teles asserts that incorporating Jonas’ “free-
standing” switches into White’s switches, the central 
offices of local exchange carriers, would be “an extremely 
complicated process.” Reply Br. 25. The Board cited the 
examiner’s reasons for rejecting Teles’ argument: “White 
is proposing providing a redesigned network [for] han-
dling Internet based call[s] . . . [and] already anticipates 
redesigning the Central Office equipment to respond to 
Internet type calls, thus Jonas would clearly be envi-
sioned in this network redesigned by White.” J.A. 1304. 
This finding directly contradicts Teles’ assertion that 
White on its own requires “no change of its switching 
apparatus,” Reply Br. 26, and instead shows that White 
presumes that modifications would be required.  

The Board did not err in rejecting claim 35 of the ’453 
patent as obvious in view of White and Jonas. 

AFFIRMED 
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